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SYLLABUS

The Navy Department accepted respondent's proposal to furnish certain sets of
wireless telegraph appliances, the bid having been based on the Department's
specification describing the appliances desired and upon a sample submitted with
the bid as the Department required. Before the contract was completed, this suit
was brought to restrain him from making or delivering, upon the ground that
petitioner's patent rights would thereby be infringed. In the courts below, a decree
dismissing the bill was made and affirmed upon the ground that the infringement,
whether direct or contributory intrinsically, was not unlawful in view of the Act of
June 25, 1910, c. 423, 36 Stat. 851.

Held, following Cramp & Sons Co. v. International Curtis Marine Turbine Co.,
ante, 246 U. S. 28 : (1) That, if the making of the appliances would be per se an
infringement, the Act of June 25, 1910, construed in that case, afforded no
defense, but (2) if, as contended and not decided in the courts below, the
appliances as called for were so far incomplete that their making and furnishing

would at most contribute to infringement by the government in adjusting and using
them for essential governmental purposes, the acts complained of would not be
illegal or subject to injunction, in view of the statute as construed in the case cited
and in Crozier v. Krupp, 224 U. S. 290 . Held, further, (3) that, the nature of the
infringement -- i.e., whether it was direct or contributory -- having been

erroneously treated as irrelevant and so not decided by the courts below, the case
should be remanded to the district court for consideration and determination of the
rights of the parties in the light of this Court's construction of the statute, not
overlooking petitioner's contentions that making the appliances for the government
before the contract was completed, and making them for persons other than the
government, would constitute direct infringements.

231 F. 1021 reversed.
The case is stated in the opinion.

Page 246 U. S. 53


https://sooperkanoon.com/case/92864/cramp-sons-co-vs-curtis-turbine
https://sooperkanoon.com/case/91279/crozier-vs-krupp

MR. CHIEF JUSTICE WHITE delivered the opinion of the Court.

In the spring or early summer of 1915, the Navy Department submitted its call for
proposals to furnish 25 wireless telegraph transmitting sets. The call contained a
specification describing the apparatus desired, and provided that no bid would be
entertained unless the bidder, in advance or at the time of his bid, submitted a
sample of the apparatus which he would furnish under his bid if accepted. Simon,
the respondent, who had no manufacturing establishment, employed a
manufacturer of electrical apparatus to make for him a wireless telegraph
transmitting set, and, when it was made, submitted it to the Navy Department in
accordance with the call. He also submitted a bid to furnish the appliances called
for conformably to the sample, and his bid was accepted by the Navy Department
in August, 1915. Before the contract, however, was formally completed, in
September following the Marconi Wireless Telegraph Company, the petitioner, as
assignee of the Marconi patents on apparatus for wireless telegraphy, filed its bill
against Simon seeking an injunction preventing him from making or delivering the
apparatus described in his bid on the ground that his doing so would be an
infringement of the rights secured by the Marconi patents. The complainant moved
for a preliminary injunction in accordance with the prayer of the bill, supporting its
motion by affidavits, and the
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defendant made a counter-motion to dismiss the bill, the motion not being in the
record, but the ground thereof being persuasively shown by an affidavit submitted
in its support, as well as by the reasons given by the court when it came to pass
upon the motion. The ground stated in the affidavit was as follows:

"That affiant, in supplying the United States navy with wireless sets constructed in
accordance with Navy specifications in the present instance for use on
submarines, understood that he would be free of any and all liability for profits and
damages for alleged infringement of patents, in view of the law as established by
many recent decisions of the United States courts holding that the government, in
the exercise of the right of eminent domain, may impose a license on any patent



the subject matter of which it elects to use, and if the apparatus supplied by affiant
to the Navy comes within the claims of the patent in suit, affiant has only assisted
the government, a licensee, in carrying out its license."

On the hearing of the motions, there was contention as to whether the transmitting
sets furnished by Simon were merely an indirect or contributory infringement of the
Marconi patents because they were not complete, and could not become so until
they were adjusted for use and used by the Navy Department, or whether they
were so complete without reference to such subsequent adjustment and use as to
be a direct infringement. In passing at the same time upon the motion for
injunction and the motion to dismiss the bill, the court, not doubting that the bill and
the affidavits supporting the motion for an injunction established that the making
and furnishing of the apparatus by Simon in an abstract sense infringed the
Marconi patents either directly or indirectly by contribution, did not find it necessary
to determine which one of the two characters of infringement had resulted,
because it concluded that such determination in the concrete
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was wholly irrelevant, as, under the view taken of the case, in any aspect there
was no unlawful infringement. This conclusion was reached by considering the Act
of June 25, 1910, c. 423, 36 Stat. 851, in connection with the decision in Crozier
v. Krupp, 224 U. S. 290 , and by holding that from such considerations it resulted

that there existed in favor of the United States a general license to use patent
rights when necessary for its governmental purposes, and that Simon, as a
contractor or one proposing to contract with the United States, could avail himself
of the license right in favor of the United States, and therefore was entitled to
make and deliver the articles in question for the United States, although, if such
license had not existed, the doing so would be either a direct or contributory
infringement. The order as to both the injunction and the motion to dismiss were
as follows:

"No injunction will issue. The motion to dismiss is granted unless plaintiff elects in
20 days to plead over and allege infringements not arising from governmental
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contracts. If such election is made, defendant to answer in twenty days after
amended bill filed."

227 F. 906.

The complainant having refused to make the election and to amend, a decree of
dismissal was subsequently entered which was reviewed by the court below. That
court, while it affirmed upon the theory of the license resulting from the Act of 1910
in accordance with the views which had been expressed by the trial court, also
treated the act of Simon as either an infringement per se or a contribution to the
infringement, if any, resulting from the acts of the United States, and did not
distinguish between them, doubtless because of a belief that, under the
construction given to the Act of 1910, both were negligible, and afforded no ground
for complaint. 231 F. 1021. By virtue of the allowance of a writ of certiorari, the
case is now before us.
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In view of the construction which we have given the Act of 1910 in the case of
William Cramp & Sons Co. v. International Curtis Marine Turbine Co., ante, 246
U. S. 28 , it is apparent that both the courts below erred, since the significance
which they gave to the statute and upon which their conclusions were based we
have held in the case stated to be without foundation. It would hence follow,
looking at this case from a generic point of view, that our duty would be to reverse
the action of both courts below, and to decide the controversy on the merits in the
light of the construction of the statute which we have announced. But we are of
opinion that, under the case as made by the record, the duty of applying to the
iIssues the true meaning of the statute cannot with safety or with due regard to the
rights of the parties be now performed, because of the failure of the courts below
(a failure obviously resulting from the mistaken view they took of the statute) to
determine whether the acts of Simon in furnishing the wireless apparatus
amounted to an intrinsic or per se infringement, or only constituted contributions
to the infringement, if any, resulting from the adjustment and use of the apparatus


https://sooperkanoon.com/case/92864/cramp-sons-co-vs-curtis-turbine
https://sooperkanoon.com/case/92864/cramp-sons-co-vs-curtis-turbine

by the United States or its essential governmental purposes. We are compelled to
this conclusion because, if the making of the parts was in and of itself an
infringement, it is clear under the ruling which we have just made in the Cramp
case that Simon was not protected by the supposition of a license resulting from
the Act of 1910, and that his acts were nonetheless wrongful because committed
in the course of the performance of a contract with the United States. And if, on
the other hand, they were only contributions to an infringement resulting from the
acts of the United States, it is equally clear that, in view of the provisions of the Act
of 1910, as interpreted in the Cramp case and as upheld and applied in the
Crozier case, no illegal interference with the rights of the patentee arose or could
arise
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from the mere furnishing to the government of the United States of the parts which
were not per se infringements, even although the use by the United States would
infringe the patents.

If follows, therefore, that to finally decide the case would require us to determine
whether or not the apparatus, as furnished, was a direct infringement or mere
contribution. But to do this would call for the exercise on our part of a duty which it
was the province of the court below to perform, and which doubtless it would have
performed but for the error into which it fell concerning the interpretation of the Act
of 1910 and the application to the subject which was before it of the prior decision
of this Court in Crozier v. Krupp, supra. Under these circumstances, as we have
clearly removed by our decision in the Cramp case all reasons for misconception
concerning the statute, and have thus cleared the way for the discharge by the
court below of its duty, we think the case before us comes directly within the spirit
of the ruling in Lutcher & Moore Lumber Co. v. Knight, 217 U. S. 257 , United
States v. Rimer, 220 U. S. 547 , William Cramp & Sons Co. v. International
Curtis Marine Turbine Co., 228 U. S. 645 , and Brown v. Fletcher, 237 U. S. 583
. We do not overlook, in saying this, contentions advanced in argument that, as the
devices may have been made by Simon not only for the government, but for other
persons, and even those furnished the government were made before the contract
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with the Navy Department was completed, therefore his act in making them was a
direct infringement. We do not, however, stop to dispose of them, since we are of
opinion that, under the state of the record, we ought not to do so, but should leave
them also to be considered for what they are worth by the court below, if duly
presented and relied upon, when it comes hereafter to consider the controversy.

Our order therefore will be one reversing the decrees of
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both courts below and remanding to the district court to the end that, in the light of
the construction which we have given the Act of 1910, the rights of the parties may
be considered and determined.

Reversed and remanded.

MR. JUSTICE Mc KENNA dissents.
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